
NSF GOALI PROGRAMPRIVATE 


ALLOCATION OF RIGHTS IN INTELLECTUAL PROPERTY AND


RIGHTS TO CARRY OUT FOLLOW-ON RESEARCH, DEVELOPMENT, 


OR COMMERCIALIZATION

This Agreement between ________, a business concern organized under the laws of ________, and having a principal place of business __________________("Collaborator") and Worcester Polytechnic Institue, a research institution having a principal place of business at Worcester, MA, ("WPI") is entered into for the purpose of allocating between the parties certain rights relating to an NSF GOALI project to be carried out by ___ and WPI (hereinafter referred to as the "PARTIES") under funding agreement that may be awarded by NSF to WPI to fund a proposal entitled ____________________ _________________________submitted, or to be submitted, to NSF by WPI on or about _____________________.  

1.
Applicability of this Agreement.  


(a)
This Agreement shall be applicable only to matters relating to the NSF GOALI project referred to in the preamble above.  


(b)
If a funding agreement for an NSF GOALI project is awarded to WPI based upon the proposal referred to in the preamble above, WPI will promptly provide a copy of such funding agreement to Collaborator.  If the terms of such funding agreement appear to be inconsistent with the provisions of this Agreement, the PARTIES will attempt in good faith to resolve any such inconsistencies. 


(c)
The provisions of this Agreement shall apply to any and all consultants, subcontractors, independent contractors, or other individuals employed by Collaborator or WPI for the purposes of this NSF GOALI project.  

2. Intellectual Property.
(a) Inventorship shall be determined according to United States patent law, and based on such the following definitions shall apply:
Inventions made during the performance of the Project solely by legal inventors or authors who are WPI employees will be owned by WPI (“WPI IP”).  By statute, WPI employee inventors are required to assign their rights to such inventions to WPI.
Inventions made during the performance of the Project solely by legal inventors or authors who are Collaborator’s employees will be owned by Collaborator (“Collaborator IP”).

Inventions made during the performance of the Project jointly by legal inventors who are WPI’s employees and Collaborator’s employees will be owned jointly by WPI and Collaborator (“Joint IP”).  By statute, WPI employee inventors are required to assign their rights to such inventions to WPI. 
(b) WPI agrees to promptly provide Collaborator a copy of any complete invention disclosure submitted to it by the PI describing a sole WPI or a joint invention made during the term of this Agreement.  Collaborator agrees to promptly provide WPI a copy of any complete invention disclosure or comparable document submitted to it describing a joint invention(s).
(c) Collaborator may, at any time, request WPI to file a patent application on WPI IP or Joint IP. 

(d) If such a request is made, Collaborator agrees to reimburse WPI for all patent costs.  Collaborator has the right to review all filings and office actions related to the patent applications, provided, however, that in an emergency when immediate action is needed to protect WPI IP or Joint IP, documents may be filed prior to review by the Collaborator and in such event, telephone or facsimile notice shall be given promptly by WPI or WPI’s counsel of such action.  WPI will use reasonable efforts to avoid emergency situations in cases where they have control over the timing of steps involved in protecting WPI IP or Joint IP. 

(e) In consideration of Collaborator’s support of this Project and to the extent that WPI has a right to grant such license, Collaborator shall be entitled to an option to negotiate a royalty-bearing license to WPI IP and/or WPI’s interest in Joint IP, so long as Collaborator agrees to reimburse WPI for all patent costs during the term of the option.  Failure to reimburse WPI’s patent costs will result in termination of the option. 
(f) Collaborator must exercise the option in writing to WPI within two (2) months of WPI’s notification to Collaborator of any invention/discovery but no longer than four (4) months of the termination or expiration of the Project. A license must be negotiated in good faith within six (6) months of Collaborator’s written notification that it wishes to exercise the option.  Such time may be extended upon mutual written agreement of the parties.  Said license shall provide:

i. for Collaborator (and its sub-licensees, if any) to exert its best efforts to introduce products utilizing the licensed technology into public use as rapidly as practicable;

ii. for a royalty that is usual and customary in the trade;

iii. for termination in the event Collaborator has not introduced licensed products into public use, or is not actively seeking to do so, within a time period acceptable to WPI;

iv. for indemnity and insurance terms acceptable to WPI;

v. in the case of exclusive licenses, for WPI to retain a non-exclusive license, with the right to grant sub-licenses, for research purposes only; and

vi. that, if applicable, the rights of the United States Government pursuant to the provisions of 35 U.S.C. sections 200-212 and applicable regulations of Chapter 37 of the Code of Federal Regulations are specifically reserved.

(g) Copyright and all other rights in any software created in the course of the Research shall be owned by WPI.  Upon receipt of a copy of such software, Collaborator shall have a six (6) month period to negotiate the terms of a license agreement and WPI agrees to negotiate these license terms in good faith.  During this period WPI shall not offer a commercial license to any other party.

(h) If, after good faith negotiations, a license has not been negotiated, or if the Collaborator decides to forgo the option, WPI shall be free to offer commercial license rights to any third party or to dispose of its inventions or other rights resulting therefrom in any other way it deems appropriate. 

(i) Collaborator shall retain all invention disclosures submitted by WPI in confidence and use its best efforts to prevent disclosure to third parties.  Collaborator shall be relieved of this obligation only when this information becomes publicly available through no fault of Collaborator. 

5.
Confidentiality/Publication.  


(a)
Background Intellectual Property and Project Intellectual Property of a party, as well as other proprietary or confidential information of a party, disclosed by the party to the other in writing, and clearly labeled as confidential in connection with this project shall be received and held in confidence by the receiving party for a period of three (3) years and, except with the consent of the disclosing party or as permitted under this Agreement, neither used by the receiving party nor disclosed by the receiving party to others, provided that the receiving party has notice in writing that such information is regarded by the disclosing party as proprietary or confidential.  However, these confidentiality obligations shall not apply to use or disclosure by the receiving party after such information is or becomes known to the public without breach of his provision or is or becomes known to the receiving party from a source reasonably believed to be independent of the disclosing party or is developed by or for the receiving party independently of its disclosure by the disclosing party or has to be disclosed by law or court order.. 


(b)
Subject to the terms of paragraph (a) above, either party may publish its results from this project.  However, the publishing party will provide a copy to the other party with respect to a proposed publication, as well as a 30 day period in which to review proposed publications for the inadvertent disclosure of the other party’s confidential information or patent protection.  Furthermore, upon request of the reviewing party, publication will be deferred for up to 60 days for preparation and filing of a patent application which the reviewing party has the right to file or to have filed at its request by the publishing party.  

6.
Liability.  

(a) Each party disclaims all warranties running to the other or through the other to third parties, whether express or implied, including without limitation warranties of merchantability, fitness for a particular purpose, and freedom from infringement, as to any information, result design, prototype, product or process deriving directly or indirectly and in whole or part from such party in connection with this project.  

(b) Collaborator will indemnify and hold harmless WPI with regard to any claims arising in connection with commercialization of the results of this project by or under the authority of Collaborator.   

7.
Termination.  


(a)
This Agreement may be terminated by either Party upon 30 days written notice to the other Party.  This Agreement may also be terminated by either Party in the event of the failure of the other Party to comply with the terms of this Agreement.  


(b) 
The confidentiality use, and/or non-disclosure obligations of this Agreement shall survive any termination of this Agreement.  

AGREED TO AND ACCEPTED

Collaborator
By:




Date:

Print name:

Title:

WPI 

By:




Date:

Print name:

Title:

NSF GOALI 1/2/03

